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on the date indicated below to: 
Examiner. Hossain, Tanim M. 
Art Unit! 2145 
FaxNymben 671-273-8300^ 


Application Numbsr 

10/034,431 


Filed 

12/27/2001 


First Named Inventor 

Steve J. McKinnon 


Slgnaturr^cloP/'f'flJ^^SO^A^^ . 


Typed or printed -^^^^ 


Art Unit Examiner 

21 45 Hossain, Tanim M. 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 
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The cunent remarks provide a saccinct and focused set of arguments for which review is 
being requested and accompany the concurrently filed Notice of Appeal. Appellant reqviires a 
one-month extension of time and requests that this be considered a petition therefor. Appellant 
has enclosed a Credit Card Form authori23ng payment of $620.00 to cover the cost of the Notice 
of Appeal and ttxe extension of time fee. If any additional fees are required in association with 
this response, the Director is hereby authorized to charge them to Deposit Account 50-1732, and 
consider this a petition therefor. 



In re Application of: Steve J. McKinnon et ai. 
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Art Unit: 2145 
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REMARKS 

Appellant files the Request for a Pre- Appeal Brief Review of the application so that the 
panel of Examiners may detennine whether the Office Actions of record adequately establish 
two things. Appellant initially queries whether the Patent Office has adequately estabHshed 
anticipation under 35 U.S.C. § 102. Appellant secondly queries whether the Patent Office has 
established a proper motivation to combine the references in an obviousness rejection. 
A. Boyer Does Not Anticipate the Claims 

Anticipation is a strict standard that requires that all the elements of the claim be present 
in the reference and also arranged as claimed. MPEP § 21 3 L The burden is on the Patent Office 
to show anticipation and, to date, the Patent Office has been unable to show that all the elements 
are arranged as claimed* 

The claims recite that the service logic is created in the presence detection system. In 
contrast, Boyer teaches the service logic created within the SPFS. Appellant has presented a 
more complete analysis in the Response filed November 4, 2005, page 2, line 1 9-page 3, line 5. 
The Advisory Action asserts that "service logic is created throughout the system at various 
locations. When a state change is recognized by a keystroke, as a broad example, service logic is 
created to alert the system of this state change." (Advisory Action of November 22, 2005, 
continuation page, lines 1-3). However, this assertion ignores Appellant's definition of service 
logic presented in paragraph 0005 of the specification* The Patent Office is not free to ignore 
definitions for claim terms when the inventor has defined the claim term in the specification. 

Appellant has also addressed the possibility that the Patent Office may construe the SPFS 
to be a part of the presence detection system. If this construction is correct (a point which 
Appellant does not concede), then Boyer does not teach providing the service logic firom the 
presence detection system to the associated presence service as is recited in the claims. This 
argument is well summarized in the Response filed November 4, 2005, page 3, line e-page 4, 
Une8. 

In short, the Patent Office has not shown that service logic is generated by the presence 
detection system and then provided to the associated presence service. Since Boyer does not 
teach tliese claim elements arranged as claimed, Boyer does not anticipate the claims. 
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B. The Combination Is Not Properly Supported 

The Federal Circuit acknowledges that the Patent Office may use a number of different 
sources to find a motivation to combine references in an obviousness rejection. However, to 
combat hindsight reconstruction, the Federal Circuit requires that the Patent Office support the 
motivation to combine references with actual evidence. In re Dembiczak^ 175 F.3d 994, 999 
(Fed. Cir. 1999). 

Appellant argued in the Response filed November 4, 2005, page 4, lii\e 1 6-page 5, line 7 
that the Patent Office had not provided the required evidence. The Patent Office, to date, has not 
provided the evidence required by the Federal Circuit to prove that the Patent Office is not 
relying on improper hindsight reconstruction. The Advisory Action does assert that the use of a 
GPS system within presence systems is eminently well known to one of ordinary skill in the art 
at the time of the invention. Again, this statement is an unsupported assertion on the part of the 
Patent Office and does not comply with the evidentiary standards set forUi by the Federal Circuit, 
Since the Patent Office has not provided the required evidence, the combination is improper, and 
the Patent Office has not established obviousness. 

Appellant requests that the panel of Examiners review the arguments previously 
presented and determine whether the Patent Office has established anticipation and a proper 
motivation to combuie the references. If the panel determines that either of these requirements 
has not been inet, Appellant requests withdrawal of the rejection and claim allowance. 
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